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DETAILED ACTION 
Claim Objections 

1 . Claims 2 and 3 are objected to because of the following informalities: 

In claims 2 and 3, the term "either" is used to indicate a choice of one of two 
limitations, but the term "and" is used to include both limitations. The term "and" should 
be replaced with "or" in both claims. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of apphcation for patent in the United States. 

3. Claims 13, 15, and 17 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Catanzaro et aL, US 5,502,727. 

In regard to claim 13, Catanzaro et al., US 5,502,727, discloses an image 
communication system in which an image processing apparatus (see Catanzaro: figure 1, 
element 106) and a portable phone (see Catanzaro: figure 1, element 101) can 
communicate data with each other and the portable phone sets a print mode to produce 
printout of an image by a printer (see Catanzaro: column 2, lines 65 to column 3, line 5), 
[The enhanced phones can be moved from place to place and are therefore portable.] 
wherein: the image processing apparatus includes: 
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an image data converting device for converting, when the print mode is 
set by the portable phone, image data into data suitable for an output format of the 
printer (see Catanzaro: column 2, lines 65 to column 3, line 5) and 
[It is inherent that the image processing apparatus converts the image into a 
printable form since the phone prints out the image in a printing mode.] 

a first transmitting device for transmitting, to the portable phone, the 
image data converted by the image data converting device (see Catanzaro: column 
2, lines 32-34); and 
the portable phone includes: 

receiving means for receiving the image data transmitted from the first 
transmitting device of the image processing apparatus (see Catanzaro: column 2, 
lines 29-31), and a second transmitting device for transmitting via the telephone 
line the image data received by the receiving device (see Catanzaro: column 2, 
lines 46-56). 

In regard to claim 15, Catanzaro et al., US 5,502, 727, discloses an image 
processing apparatus constituting an image communication system in which the image 
processing apparatus (see figure 1, element 106) can communicate data with a portable 
phone (see figure 1, element 105 and column 2, line 46-49), 

[The enhanced phones can be moved from place to place and are therefore 
portable.] comprising: 

an image data converting device for converting, when a print mode is set 

by the portable phone, image data into data suitable for an output format of a 

printer (see column 2, lines 65-67); 
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[It is inherent that the image processing apparatus converts the image into 
a printable form since the phone prints out the image in a printing mode.] and 

a transmitting device (see figure 1, element 101) for transmitting, to the 
portable phone, the image data converted by the image data converting device 
(see column 2, lines 32-34). 

In regard to claim 17, Catanzaro et al, US 5,502,727, discloses an image 
processing method for use with an image processing apparatus (see figure 1, element 
106) constituting an image communication system in which the image processing 
apparatus can communicate data with a portable phone (see figure 1, element 105), 
[The enhanced phones can be moved from place to place and are therefore 
portable.] comprising the steps of 

converting, when a print mode is set by the portable phone, image data 
into data suitable for an output format of a printer (see column 2, lines 65-67); 

[It is inherent that the image processing apparatus converts the image into 
a printable form since the phone prints out the image in a printing mode.]; and 

transmitting the image data converted to the portable phone (see column 2, 
lines 32-34). 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



Application/Control Number: 09/628,546 ^ Page 4 

Art Unit: 2615 



5. Claims 1- 6, 8, 9, 14 and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fukuoka, US 6,104,430 in view of Sacca, US 6,380,967. 

In regard to claim 1, Fukuoka, US 6,104,430, discloses an image communication 
system in which an image processing apparatus (see figure 3, element 30) and a first 
portable phone (see figure 3, element 32) can communicate data with each other and the 
first portable phone can communicate with a second portable phone via a telephone line 
(see column 3, 60-65) and the I/O card sends (figure 3, element 15) an image data 
reduction instruction from the computers (figure 3, elements 33 and 35) to the image 
processing apparatus (see column 11, lines 7-21, column 12, lines 46-48, and figure 15, 
elements SI 1 & S 13-1), wherein the image processing apparatus includes: 

an instruction receiving device (see figure 6, element 14) for receiving the 

image data reduction instruction; 

a data quantity reducing device (see figure 6, element 12) for reducing a 

data quantity of image data according to the image data reduction instruction 

received by the instruction receiving device (see column 5, lines 39-45); and 

a first image data transmitting device (modem card, see figure 3, element 

24) for transmitting, to the first portable phone, the image data of which the data 

quantity is reduced by the data quantity reducing device (see column 5, lines 48- 

57) and 

the first portable phone includes: 
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an image data receiving device for receiving the image data sent from the 
first image data transmitting device of the image processing apparatus (see 
column 3, lines 57-67). 

[It is inherent that the cellular are wireless phone connected to the camera 
has an image data receiving device to receive the image data to send over the 
phone hne] 

Fukouka, US 6,104,430, lacks the first portable phone sending an image data reduction 
instruction to the image processing apparatus and a second image data transmitting 
device for transmitting via the telephone line the image data received by the image data 
receiving device. 

Sacca, US 6,380,967, discloses a portable videophone device that transmits video 
images over a standard telephone line in response to a user command (see column 1 , lines 
7-10 and figure lA). The videophones can be moved from place to place and are 
therefore portable. If the videophone is in remote mode, the user can monitor their home 
or office from a remote location. They can call the answering machine of the videophone 
and input commands into the phone to have the videophone capture an image and send it 
at high resolution or low resolution. Low resolution is the default, but the user can enter 
an instruction into their phone that is sent to the videophone to instruct the image 
processing apparatus to change to high resolution, (see column 10, line 65 to column 1 1, 
lines 18) 

It would have been obvious to a person skilled in the art, at the time of invention, 
to modify Fukouka, US 6,104,430, in view of Sacca, US 6,380,967, to have to remote 
answering system so that the first portable phone sends an image data reduction 
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instruction to the image processing apparatus in order to sent a high or low resolution 
image and the first portable phone also having a second image data transmission device 
for monitoring a house or office remotely, as taught by Sacca, US 6,380,967. 

In regard to claim 2, Fukouka, US 6,104,430, in view of Sacca, US 6,380,967, as 
described in regard to claim 1 , discloses an image communication system according to 
claim 1, wherein the data quantity reducing device conducts at least either one of re-size 
processing of an image represented by image data, data compression processing of image 
data (see Fukouka : column 5, lines 39-47), and bit reduction processing to delete 
low-order bits of image data. 

In regard to claim 3, Fukouka, US 6,104,430, in view of Sacca, US 6,380,967, as 
described in regard to claim 1, discloses an image communication system according to 
claim 1 , wherein the image processing apparatus further includes an input device (see 
figure 6, element 21) for inputting an image data reduction instruction (see Fukouka: 
figure 6, element 14); 

and the data quantity reducing device of the image processing apparatus conducts 
image data reduction processing according to at least either one of an image data 
reduction instruction inputted from the input device and an image data reduction 
instruction received by the instruction receiving device (see Fukouka: figure 15 and 
column 12, lines 40-48). 

In regard to claim 4, Fukouka, US 6,104,430, in view of Sacca, US 6,380,967, as 
described in regard to claim 1, discloses an image communication system according to 
claim 3, wherein the image processing apparatus further includes a device for setting a 
transmission mode of image data (see Fukouka: figure 6, element 14), the first image data 
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transmitting device of the image processing apparatus transmits image data to the first 
portable phone when the transmission mode is set (see Sacca: columnlO, lines 51-55), 
and the image data quantity reduction processing is executed, when the transmission 
mode is set, according to an image data reduction instruction received by the instruction 
receiving device (see Fukouka: column 5, lines 39-57). 

In regard to claim 5, Fukouka, US 6,104,430, in view of Sacca, US 6,380,967, as 
described in regard to claim 1 , discloses an image communication system according to 
claim 1 , wherein: 

the first portable phone includes a reduction ratio receiving device for 
receiving data representing a reduction ratio sent from the second portable phone 
via the telephone line (see Sacca: column 10, line 65 to column 11, lines 18) 

and a reduction ratio transmitting device for transmitting, to the image 
processing apparatus, the reduction ratio data receive by the reduction ratio 
receiving device (see Sacca: column 11, lines 8-13); 

[It is inherent that the phone has a transmitting device for the image 
processing device to receive the instruction.] 

the image processing apparatus further includes a reduction ratio data 
receiving device (see Fukouka: figure 6, element 14) for receiving the reduction 
ratio data transmitted from the reduction ratio transmitting device of the first 
portable phone (see Fukouka: column 11, lines 15-29); and 

the data quantity reducing device (see Fukouka: figure 6, element 12) 
reduces image data according to a reduction ratio associated with the reduction 



Application/Control Number: 09/628,546 Page 8 

Art Unit: 2615 

ratio data received by the reduction ratio data receiving device (see Fukouka: 
colunrm 11, lines 15-29). 

In regard to claim 6, Fukouka, US 6,104,430, in view of Sacca, US 6,380,967, as 
described in regard to claim 1, discloses an image communication system according to 
claim 1, wherein 

at least one of the first portable phone and the image processing apparatus 
includes detecting means for detecting a data communication speed on the 
telephone line, and the data quantity reducing device of the image processing 
apparatus increases a quantity of data reduction when a slower communication 
speed is detected by the detecting means (see Fukouka: figure 15 and column 12 , 
lines 40-48). 

In regard to claim 8, Fukouka, US 6,104,430, in view of Sacca, US 6,380,967, as 
described in regard to claim 1, discloses an image communication system according to 
claim 1, wherein 

the image processing apparatus includes an image data recording device 
(see Fukouka: figure 6, element 12) for compressing image data received and for 
recording the image data compressed on a recording medium (see Fukouka: 
column 5, lines 48-57). 

Fukouka does not expUcitly state that the image data quantity reducing device 
reduces the data quantity of image data by compressing the image data according to a 
compression ratio higher than a compression ratio used to compress data in the recording 
of the data on the recording medium. 
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It is clear that the compression device would use the lowest compression ratio in 
order to save the highest quality image for stored image data. It is also clear that there 
will be occasions when bandwidth limitations will cause a very low resolution image to 
be required for transmission (see column 12, lines 40-42). Therefore it is clear that there 
will be occasion in Fukuoka when the image data quantity reducing device reduces the 
data quantity of image data by compressing the image data according to a compression 
ratio higher than a compression ratio used to compress data in the recording of the data 
on the recording medium. 

In regard to claim 9, it would have been obvious to a person skilled in the art, at 
the time of invention to design Fukouka, US 6,104,430, in view of Sacca, US 6,380,967, 
wherein 

the image processing apparatus includes an image data recording device 
(see Fukouka: figure 6, element 12) for compressing image data received and for 
recording the image data compressed on a recording medium (see Fukouka: 
column 5, lines 48-57). 

Fukuoka does not disclose that the image data quantity reducing device 
compresses data in a method different from a data compression method employed in the 
recording of the image data on the recording medium in order to transfer the image over a 
certain bandwidth. However such would have been obvious as discussed with regard to 
claim 8. 

In regard to claim 14, Fukouka, US 6,104,430, in view of Sacca, US 6,380,967, as 
described in regard to claim 1, discloses an image processing apparatus constituting an 
image communication system in which the image processing apparatus (see Fukouka: 
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figure 3, element 30) can communicate data with a portable phone (see Fukouka: figure 
3, element 32), comprising: 

an instruction receiving device (see Fukouka: figure 6, element 14) for 
receiving an image data reduction instruction sent from the portable phone (see 
Sacca: column 11, lines 8-13); 

a data quantity reducing device (see Fukouka: figure 6, element 12) for 
reducing a data quantity of image data according to the image data reduction 
instruction received by the instruction receiving device (see Fukouka: column 5, 
lines 39-45); and 

an image data transmitting device (modem, see Fukouka: figure 3, element 
24) for transmitting, to the portable phone, the image data of which the data 
quantity is reduced by the data quantity reducing device (see Fukouka: column 5, 
lines 48-57). 

In regard to claim 16, Fukouka, US 6,104,430, in view of Sacca, US 6,380,967, as 
described in regard to claim 1, discloses an image processing method for use with an 
image processing apparatus constituting an image communication system in which the 
image processing apparatus can communicate data with a portable phone (see Fukouka: 
column 3, line 54 to column 4, line 8), comprising the steps of receiving an image data 
reduction instruction sent from the portable phone (see Sacca: column 11, lines 8-13); 

reducing a data quantity of image data according to the image data 

reduction instruction received (see Fukouka: column 5, lines 39-45); and 

transmitting, to the portable phone, the image data of which the data 

quantity is reduced (see Fukouka: column 5, hnes 48-57), 
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6. Claims 7 and 11-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fukuoka, US 6,104,430, in view of Sacca, US 6,380,967, as appUed to claim 1 above, and 
further in view of Catanzaro et aL, US 5,502,727, 

In regard to claim 1, Fukuoka, US 6,104,430, in view of Sacca, US 6,380,967, 
discloses an image communication system according to claim 1, but lacks wherein 

the first portable phone includes a mode notifying device for notifying 

modes available in the first portable phone , the modes including an image data 

transmission mode, and 

the first portable phone transmits, when the image data transmission mode 

is selected from the modes notified by the mode notifying device, the image data 

reduction instruction to the image processing apparatus. 

Catanzaro et al, US 5,502,727, discloses a videophone system wherein the 
portable enhanced phone (see figure 1, element 105) includes a keyboard (figure 3) with 
a image capture mode key (319), storage mode key (313), image transmission mode 
(310), and other modes. The enhanced phones can be moved fi*om place to place and are 
therefore portable. When the user presses the send button, a connection is established 
with another phone and the image is sent along with audio (see column 6, line 59-63 and 
(column 8, lines 41-49). 

It would have been obvious to a person skilled in the art, at the time of invention, 
to modify Fukuoka, US 6,104,430, in view of Sacca, US 6,380,967, as applied to claim 1 
above, and further in view of Catanzaro et al, US 5,502,727, wherein 
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the first portable phone includes a mode notifying device for notifying modes 
available in the first portable phone , the modes including an image data 
transmission mode, and 

the first portable phone transmits, when the image data transmission mode is 
selected fi*om the modes notified by the mode notifying device, the image data reduction 
instruction to the image processing apparatus in order to allow the caller on the first 
phone to send images to the caller on a second phone (see Catanzaro: column 6, lines 59- 
61). 

In regard to claim 11, Fukuoka, US 6,104,430, discloses an image communication 
system according to claim 1, wherein computers (see figure 3, elements 33 and 34) and 
television (37) further includes a device for transmitting a transmission instruction of 
image data for printout (see figure 3, element 15) to the image processing apparatus, the 
image processing apparatus includes (see column 3, lines 57-59 and column 4, lines 9- 
29): 

a device (see figure 3, element 15 and figure 6, element 26) for receiving 
the print image data transmission instruction transmitted fi*om these devices (see 
colunm 3, lines 57-59 and column 4, lines 9-29); and 

control means for terminating the data quantity reduction processing by 
the image data quantity reducing device in response to reception of the print 
image data transmission instruction and for transmitting the image data before the 
data quantity reduction processing to the first portable phone (see column 3, lines 
57-59 and column 5, lines 36-38) 
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[The image processing apparatus sends the image data before compression 
without having to terminate quantity reduction processing using the video signal 
output]. 

Fukuoka, US 6,104,430, does not mention that the phone could send a 
transmission signal to the processing apparatus so that the phone could print out 
the image if it was connected to a printer. Catanzaro et al, US 5,502,727, 
discloses an image communication system (see figure 1) wherein the portable 
videophones (see figure 1, element 105) "can provide a hard copy of the displayed 
image via a separate video or laser printer 1 10 or via a printer of PC 113 (see 
column 2, lines 65-75)." The system includes a camera that when detached from 
the phone can take pictures and when attached to the phone, pictures from the 
camera are sent (see column 2, lines 29-35). 

It would have been obvious to a person skilled in the art, at the time of 
invention, to telephone modify the telephone of Fukuoka, US 6,104,430, in view 
of Sacca, US 6,380,967, as applied to claim 1 above, and further in view of 
Catanzaro et al, US 5,502,727, to have the first phone further include a device for 
transmitting a transmission instruction of image data for printout to the image 
processing apparatus, the image processing apparatus includes: 

a device for receiving the print image data transmission instruction 
transmitted fi-om these devices; and 

control means for terminating the data quantity reduction processing by 
the image data quantity reducing device in response to reception of the print 
image data transmission instruction and for transmitting the image data before the 
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data quantity reduction processing to the first portable phone in order to make it 
simpler in order to obtain photographic prints of the desired image or to transfer 
the electronic image to a suitable device for further processing or viewing as 
taught by Fukuoka, US 6,104,430 (see column 1, lines 25-55). 
In regard to claim 12, Fukuoka, US 6,104,430, in view of Sacca, US 6,380,967, as 
applied to claim 1 above, and further in view of Catanzaro et al, US 5,502,727, as 
described in regard to claim 11, discloses an image communication system according to 
claim 1, wherein 

the first portable phone includes a print mode setting device for setting a print 
mode in which a printer produces printout of an image (see Catanzaro: column 2, lines 
65-67) and the image processing apparatus includes an image data converting device for 
converting (see Fukuoka: figure 3, element 15), when a print mode is set by the first 
portable phone, the image data to be transmitted to the first portable phone into data 
suitable for an output format of the printer (see Catanzaro: Figure 1). 

The outputs from the camera (106) received by the enhanced phone (105) are then 
printed on printer ( 1 1 0) or by PC ( 1 1 3) . 
7, Claim 10 is rejected under 35 U.S.C, 103(a) as being unpatentable over Fukuoka, 
US 6,104,430, in view of Sacca, US 6,380,967, as applied to claim 1 above, and further in 
view of Shiohara, US 6,618,553. 

In regard to claim 10, Fukuoka, US 6,104,430, in view of Sacca, US 6,380,967, as 
applied to claim 1 above, discloses an image communication system according to claim 
1 , but lacks wherein the image data of which the data quantity is to be reduced is 
associated with thumb-nail data, the first image transmitting device of the image 
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processing apparatus transmits the thumbnail image data when the data quantity of the 
image data after the reduction of image data by the data quantity reducing means is in the 
vicinity of a data quantity of the thumbnail image data. 

Shiohara, US 6,618,553, discloses a camera that transfers thumbnail data (see 
column 3, lines 1-23) to a portable phone in order to transfer image data over a wireless 
connection to print the image (see column 7, lines 49-56). 

It would have been obvious to a person skilled in the art, at the time of invention 
to modify Fukuoka, US 6,104,430, in view of Sacca, US 6,380,967, as applied to claim 1 
above, and further in view of Shiohara, US 6,618,553, to have the first image transmitting 
device of the image processing apparatus transmits the thumbnail image data when the 
data quantity of the image data after the reduction of image data by the data quantity 
reducing means is in the vicinity of a data quantity of the thumbnail image data in order 
to transfer the images over a wireless connect to be printed as taught by Shiohara, US 
6,618,553. 



Conclusion 



8. 



The prior art made of record and not relied upon is considered pertinent to applicant's 



disclosure. The following art discloses image communication systems with cameras that 



communicates with phones: 



US 5,734,415, 



US 5,760,824, 



US 6,177,950, 



US 5,737,491, 
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US 5,666,159. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gevell Selby whose telephone number is 703-305-8623. The 
examiner can normally be reached on 8:00 A.M. - 5:30 PM (every other Friday off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's primary, 
Vu Le can be reached on 703-308-6613. The fax phone number for the organization where this 
application or proceeding is assigned is 703-872-9314. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-305-4700. 



gvs 
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